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REMARKS 

Reconsideration of the subject application in light of the following remarks, pursuant to 
and consistent with 37 C.F.R. § 1.116, are thus respectfully requested. 

1. Status of the Claims 

The status of the claims following entry of the amendments is as follows: 
Claims canceled: 5 and 16 
Claims pending: 1-4 and 6- IS 
Claims rejected: 1-4 and 6-15 

2. Information Disclosure Statement 

Applicants appreciate the Office's acknowledgement of the Information Disclosure 
Statement submitted November 20, 2009. 

3. Rejection of the Claims Under 35 U.S.C. S 103(a) 

The Office maintains the rejection of claims 1-4 and 6-15 under 35 U.S.C. § 103(a) over 
Kanebo Ltd, JP 06-292544 ("Kanebo") in view of Rusoff, U.S. Patent No. 2,957,769 
("RusofP'). 

Kanebo allegedly teaches preparing a beverage containing fat/oil. Office Action, page 2. 
Kanebo allegedly teaches (1) mixing an extracted solution of cacao nibs with water and an 
emulsifying agent; (2) heating the mixture to less than 85°C; (3) homogenizing the mixture to 
create a stable beverage solution; and (4) including milk in the beverage. Id. The 
homogenization step allegedly results in a stable beverage solution. Id. The Office admits that 
Kanebo fails to teach or suggest using a centrifuge. Id. 

Rusoff allegedly teaches (1) extracting cocoa beans with hot water, and (2) filtering the 
extract to remove insoluble solids. Id., at 2-3. Rusoff allegedly describes using a centrifuge to 
filter the cocoa extract. Id., at 3. The Office apparently apphes Rusoff to teach the use of a 
centrifuge to produce a cacao extract containing smaller particles. Id., at 3. 
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Applicants traverse the rejection for at least the following reasons. 

3.1. The references fail to adduce prima facie obviousness 

To render a claim obvious, both the suggestion of the claimed invention and the 
expectation of success must be in the prior art, not from the disclosure of the claimed invention. 
In re Dow Chem. Co., 837 F.2d 469, 5 U.S.P.Q.2d 1529 (Fed. Cir. 1988). Additionally, 
"obviousness requires a suggestion of all limitations in a claim." CFMT, Inc. v. Yieldup Int'l 
Corp., 349 F.3d 1333, 1342, 68 U.S.P.Q.2d 1940, 1947 (Fed. Cir. 2003) (emphasis added). The 
office must also establish that one of ordinary skill in the art would have had a reasonable 
expectation of success to practice the claimed invention. In re Vaeck, 947 F.2d 488, 493, 20 
U.S.P.Q.2d 1438, 1442 (Fed. Cir. 1991). 

Each of independent claims 1 and 15 recites, inter alia, (1) removing insoluble solids 
from a hot water extract of cacao nibs through a two-phase (solid-liquid) separation with a disk 
centrifuge to obtain a fat/oil-rich extract, and (2) homogenizing "at a pressure of about 50-200 
kg/cm^." The cited references fail to teach or suggest at least these elements. 

The Office admits that Kanebo, the primary reference, fails to teach using a centrifuge to 

remove insoluble solids. Kanebo actually teaches using a paper filter to remove insoluble solids 

from a cacao nib extract. See Kanebo English translation, page 19, [0031]. The Office relies 

upon Rusoff as the secondary reference to cure this defect of Kanebo. However, Rusoff merely 

mentions "centriftige" or "centrifugation" once in the entire document: 

Moreover, the other methods of extraction employed required a filtration step. 
Such filtration may be effected by any conventional means such as a plate and 
frame filter, a filter wheel and, of course a centrifuge may be employed if desired. 

Rusoff, col. 4, lines 65-70 (emphasis added). Rusoff fails to teach or suggest treating the exfract 
with the presently recited "disk centrifuge for two-phase (solid-liquid) separation." 

The Office argues that (1) the selection of a disk centrifuge would be expected to perform 
the same fimction as filfration; and (2) a skilled artisan would have expected a centrifuge to 
effect the recited two-phase (solid-liquid) separation. Office Action, page 4. Applicants 
disagree. To render the presently claimed methods obviousness, a skilled artisan must have had 
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some apparent reason to select the claimed centrifugation — "a disk centrifuge for two-phase 
(solid-liquid) separation" — among various centrifugation methods available. See Ex parte 
Whalen, 89 U.S.P.Q.2d 1078, 1084 (Bd. Pat. App. &, Int. 2008) (precedential). Applicants note 
that Rusoff may teach using a centrifuge generally, but not a disk centrifuge. Nor does RusofF 
suggest using, as presently claimed, a disk centrifuge to achieve two-phase (solid-liquid) 
separation. Applicants note that there are many known centrifugation methods as well as many 
types of corresponding centrifuges suitable for various applications.' For example, a disk 
centrifuge is a special type of centrifuge that is suitable for separating the liquid into thin layers.^ 
Applicants further note that various centrifugation methods are available for preparing a 
chocolate drink. For example, the Office is directed to Terauchi et al., U.S. 4,871,562 
("Terauchi")^, which teaches using a centrifuge to achieve a three-phase separation during the 



' There are at least five types of centrifuge: 

• preparative centrifijge 

• analytical centrifuge 

• angle fixed centrifuge 

• swing head centrifuge 

• haematocrit centrifuge 

Industrial centrifijges may otherwise be classified according to the type of separation of the high density fi-action 
firom the low density one : 

• Screen centrifuges, where the centrifugal acceleration allows the liquid to pass through a screen of some 
sort, through which the solids cannot go (due to granulometry larger than die screen gap or due to 
agglomeration). Common types are : 

■ Pusher centrifuges 

■ Peeler centrifuges 

• Decanter centrifuges, in which there is no physical separation between the solid and liquid phase, rather an 

accelerated settling due to centrifugal acceleration. Common types are : 

■ Solid bowl centrifuges 

■ Conical plate centrifuges 

See Centrifuge, Wikipedia, The Free Encyclopedia, available at http://en.wikipedia.Org/wiki/Centrifuge#Types. 

^ "The disk-type centrifuge consists of a vertical stack of thin disks in the shape of cones. The sedimentation 

takes place in the radial direction in the space between adjacent cones. This greatly reduces the settling distance and 

hence increases the rate at which the material is separated. The angle of the cones is designed so that upon reaching 

the inside surface of the cone the heavier material slides down along its surface in a manner that is similar to that of 

the 37° fixed-angle bottle centrifuge." See Disk-type centrifuges, available at 

http://www.britannica.com/EBchecked/topic/102850/centrifuge/1235/Disk-type-centrifuges. 

^ The Office cited Terauchi in the Office Actions mailed March 25, 2008 and March 23, 2009. The Office 

applied Terauchi as either a primary reference or a secondary reference in multiple § 103(a) rejections, which were 

subsequently withdrawn. 
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preparation of a chocolate drink.'* In the present case, the Office fails to provide any rationale 
why a skilled artisan would have been directed to such a specific type of centrifugation method 
or a special centrifuge, let alone why the centrifugation would have achieved the claimed 
separation. Accordingly, there cannot be direction to combine the elements as asserted by the 
Office in a manner that would have reasonably provided an expectation of success to practice the 
presently claimed meUiods. Rusoff thus fails to cure Kanebo's defects at least regarding the 
claimed centrifugation. 

The Office furttier argues that f [0006] of Kanebo teaches using a lower pressure of 200- 
250 kg/cm^ to make a beverage having a fat content not exceeding 1 .0%. Office Action, pages 
3-4. Applicants disagree. Applicants submit that prior art references must be considered as a 
whole, including portions that woxild lead away firom the claimed invention. W.L. Gore & 
Assocs., Inc. V. Garlock, Inc., 721 F.2d 1540, 220 U.S.P.Q. 303 (Fed. Cir. 1983), cert, denied, 
469 U.S. 851 (1984). 

The cited references fail to teach homogenizing the obtained fat/oil-rich cacao nib extract 
under the recited pressure, i.e., 50-200 kg/cm^. The alleged teaching of the homogenizing 
pressure of 200-250 kg/cm^ actually relates to Katsumi et al., JP 01-252273 ('Katsumi").^ 
Katsumi (in Japanese), its English Abstract, and partial translation are enclosed herewith as 
EXHIBIT I. Katsumi teaches preparing a milk beverage by mixing (1) the main ingredients 
including a fat-containing milk component with (2) an emulsifier consisting of a glycerin fatty 
acid ester, and (3) a stabilizer consisting of carageenan. See partial translation of Katsumi, claim 
1 ; see also English Abstract of Katsumi. The resulting mixture is homogenized to obtain a 
beverage that is fi-ee firom fat separation during storage. See id. The homogenization step is 

Terauchi describes on col. 4, lines 1 6-28 that a mixture of the cacao mass or cocoa powder and hot water is 
subject to centrifugation to achieve a three-phase separation, resulting the following: 

1) a mixture of a water-soluble portion and a fme particle portion; 

2) cacao butter (fat/oil); and 

3) an extraction residue. 

^ "[0006] The method of a description is mentioned to JP,Hl-252273, A as the other methods. After this 

method's adding a glycerine fatty acid ester and iota carrageenan to the raw material liquid which consists of a fat 
content milk constituent, dissolving in it and carrying out preliminary emulsification with a high-speed-stirring 
machine, it uniforms and ranks second by the pressure of 200-250kg[/cm f." English translation of Kanebo. 
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preferably "carried out at 65-70°C under a pressure of 200-250 kg/cm^." See English Abstract of 
Katsumi. At best, Katsumi and/or Kanebo may teach homogenizing milk fat in a beverage at the 
pressure of 200-250 kg/cm^. Neither Katsumi nor Kanebo suggests homogenizing a cacao 
fat/oil-rich extract under the claimed pressure range. The secondary reference, Rusoff, is relied 
upon for its purported teachings as to centrifugation. Rusoff does not teach homogenizing a 
cacao fat/oil-rich extract, let alone homogenizing under pressure. Accordingly, Rusoff fails to 
cure Kanebo's defects at least regarding the claimed homogenization step. 

Applicants further submit that a skilled artisan, given the teachings of Katsumi and/or 
Kanebo as to processing a beverage containing milk fat, would not have been directed to 
homogenizing the claimed cacao fat/oil-rich extract at a pressure of 200-250 kg/cm^. First, milk 
fat differs from cacao fat as to the chemical composition and physical properties. The Office is 
respectftilly directed to Fujita, Shokuyo-yushi (Edible Fat and Oil), April 5, 2000 by Saiwa 
Shobo, first full paragraph at page 185 and partial translation (enclosed as EXHIBIT II) ("Fujita 
I"). According to Fujita I, milk fat has a complex fatty acid composition. See, e.g., Fujita, 19 
Shokuhin Kako Guutsu (Food Processing Technology) 73, 1999 and partial translation 
(enclosed as EXHIBIT III) ("Fujita II"). For example, milk fat, but not cacao butter, contains 
hydrophilic triglycerides encompassing butyrate. See id. Further, milk fat tends to form fine 
crystals and maintain P'-crystals, because of its complex fatty acid composition. See Fujita I. 
On the other hand, cacao butter and/or cacao fat tend to form large crystals because of their 
simple fatty acid composition. See id. Given their different chemical compositions, it is easier 
to prepare and maintain a stable emulsion from milk fat than from cacao fat. See id. For 
example, Kanebo describes that an emulsified beverage containing cacao fat as the fat 
component tends to become unstable, e.g., forming a ring layer when the fat content is 1% or 
less. The cacao fat aggregates and irreversibly coagulates upon refiigerated storage. See 
Kanebo, \ [0003]. There is no evidence on the record addressing how and why a skilled artisan 
knowing the above-discussed differences would have been directed to apply a procedure suitable 
for processing milk fat-containing beverages to a cacao fat-containing beverage. Finally, there is 
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no discussion as why the procedure would have worked predictably for the cacao fat-containing 
beverage given this evidence to the contrary. 

Additionally, Kanebo describes various disadvantages of Katsumi's method, e.g., (1) the 
resulting beverage is not suitable for long-term storage; and (2) the flavor of the resulting 
beverage deteriorates. See id., *|f [0006]. Kanebo further teaches away from the claimed 
homogenization pressure by stating the following: 

The aforesaid homogenizing pressure is set to 500 kg/cm^ or higher, 
preferably from 700 to 1 500 kg/cm^. If the pressure is lower than 500 kg/cm^, 
insufficient homogenization results, and the particle size of the water-insoluble 
component is not reduced; as a consequence, a cream layer is formed in long-term 
storage. 

See id., f [0022]. Kanebo teaches that the homogenizing pressure must be higher than 500 
kg/cm^ which is outside the claimed range. The Office fails to provide evidence why a skilled 
artisan would have adopted Katsumi's teachings given Kanebo's expUcit teaching away. 
Applicants submit that it is error to find obviousness where references "diverge from and teach 
away from invention at hand." See W.L. Gore & Assoc., 721 F.2d at 1 550, 220 U.S.P.Q. at 3 1 1 . 

Thus, Kanebo and Rusoff, alone or viewed in combination, fail to teach (1) removing 
insoluble solids from a hot water extract of cacao nibs through a two-phase (solid-liquid) 
separation with a disk centrifuge, and (2) homogenizing at the claimed pressure. Without all 
claim elements taught, there can be no expectation of success that the presentiy claimed methods 
would have worked predictably. 

Furthermore, to establish prima facie obviousness using a combination of multiple 
references, the Office must show that the combination or modification must have expected and 
predictable results. S'ee M.P.E.P. § 2143. The Office fails to fulfill this requirement. The 
primary reference, Kanebo, is directed to providing a stable emulsified beverage. Kanebo does 
not seek to produce a rich chocolate drink with a smooth texture and no graininess. The 
secondary reference, Rusoff, fails to teach a rich chocolate drink or a means of preparing an 
emulsified rich chocolate drink that also lacks graininess. Instead, Rusoff provides a fat-free 
drink. Thus the two references, by using different methods and materials, solve different 
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problems. There is no guidance provided by either Kanebo or Rusoff to solve the problem — 
preparing a rich chocolate drink without graininess — which is solved by the presently claimed 
method. Applicants note that the only way the Office appears to achieve combining the 
references is through tiie hindsight roadmap of Applicant's own Specification. It is not permitted 
in an obviousness analysis to pick and choose between all the options and teachings presented by 
each of the references to arrive at the combination of limitations as presented in the claims. See 
e.g., AKZON.V. v. United States Int 'I Trade Comm'n, 808 F.2d 1471, 1781, 1 U.S.P.Q.2d 1241, 
1246 (Fed. Cir. 1986) (one "cannot pick and choose among individual parts of assorted prior art 
references as a mosaic to recreate a facsimile of the claimed invention."). 

3.2. The Office mischaracterizes the references and the presently claimed methods 

The OflSce argues, "[t]he final cocoa extract [of Rusoff] is said to contain 2-6[%] solids 
(column 4, lines 72-74), as required in claim 6" Office Action mailed March 9, 2010, page 3 
(emphasis added).^ The Office apparently relies on this statement to apply the secondary 
reference Rusoff. 

Applicants note that the Office mischaracterizes Rusoff and/or the presently claimed 
methods. Rusoff states, "the concentration of solids in the extract of cacao material obtained in 
accordance with the present invention is 2-6%." See Rusoff, col. 4, lines 72-74 (emphasis 
added). The described percentage of Rusoff, i.e., 2-6%, thus refers to the content of the 
dissolved solids in the obtained cacao extract. Claim 6 actually recites, inter alia, "the cacao nib 
extract after removal of insoluble solids has a cacao fat/oil content ofl g to 200 g when 
calculated per kg of cacao nibs before being extracted." Claim 6 thus recites the proportion of 
fat/oil, i.e., 0.1% to 20%, of the cacao nibs being extract. The percentage of Rusoff and the 
presently recited proportion in claim 6 are incomparable, because they refer to at least different 
ingredients (soUds vs. fat/oil). Accordingly, the Office fails to provide a reason why Rusoff 



^ The Office is silent as the Applicants' arguments presented in the Amendment / Response filed June 9, 

2010. 
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would have been applied as a secondary reference to teach the alleged limitation — ^Rusoff does 
not teach the alleged limitation of claim 6. 

The Office newly argues, "Applicant argues that Rusoff is directed to preparing a fat-free 
extract for cacao but applicant's chocolate drink also has a limited amount of fat." Office 
Action, page 5 (emphasis added). The Office apparently attempts to argue that Rusoff is not 
sufficiently different from the presently claimed method to be considered as teaching away. 

AppUcants disagree. First, Rusoff teaches (1) removing fat/oil from an extract, and (2) 
using water as the preferred extracting solvent to avoid extraction of fat. See e.g., Rusoff, col. 2, 
line 72 to col. 3 line 3; col. 3, lines 55-56. Particularly, Rusoff states, "Removal of fat insvaces 
complete solubility for the flavor extract." See id., col. 3, lines 9-10 (emphasis added). The 
presently claimed method recites inter alia preparing "a cacao fat/oil-ncA chocolate drink." See, 
e.g., the Specification, first full paragraph on page 5 ("[The chocolate drinks thus produced] 
further have an excellent flavor because of their high cacao fat/oil content.") (emphasis added). 
Thus, the drink produced by the claimed methods is opposite to Rusoff s fat-free drink. The 
Office fails to provide any analysis or reasoning as to (1) why the presentiy recited fat/oil-rich 
drink allegedly contains "a limited amount of fat" in view of the explicit description ("fat/oil- 
rich"); and (2) why a skilled artisan would have adopted a method for one purpose (preparing a 
fat-free drink) for another opposite purpose (preparing a fat-rich drink), let alone that the method 
for one purpose would have worked for another opposite purpose. Accordingly, the Office's 
argument is unsupported for at least the above stated reasons. 

Given at these arguments, claims 1 and 15 are non-obvious over cited references. 
Dependent claims 2-4 and 6-14 are likewise nonobvious for at least the same reasons. 
Accordingly, AppUcants respectfiiUy request withdrawal of the obviousness rejection and 
allowance of the claims. 
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CONCLUSION 

In view of the above arguments and amendments to the claims, Applicants submit that 
the claims are in condition for allowance and respectfully request reconsideration and timely 
allowance of the claims. 

Should the Office have any questions or comments regarding AppUcants' amendments or 
response, please contact Applicants' undersigned representative at (202) 230-51 19. 
Furthermore, please direct all correspondence to the below-listed address. 

In the event that the Office believes that there are fees outstanding in the above- 
referenced matter and for purposes of maintaining pendency of the application, the Office is 
authorized to charge the outstanding fees to Deposit Account No. 50-0573. The Office is 
likewise authorized to credit any overpayment to the same Deposit Account Number. If an 
Appeal fee is required to maintain pendency of the present application, the Office is authorized 
to charge the Appeal fee to the deposit account above and use this paper as a constructive Notice 
of Appeal. 



January 21, 2011 



Respectfully Submitted, 




Zhen^Feng, Ph.D., Esq. { 
Registration No. 66,816 



DRINKER BIDDLE & REATH LLP 

Customer No. 55694 

1500 K Street, N.W., Suite 1 100 

Washington, D.C. 20005-1209 

Tel. No.: (202)842-8800 

Fax No.: (202)204-0289 



DCOl/ 2551205.1 



EXHIBIT I 

Katsumi et al., JP 01-252273 (in Japanese), its English Abstract, and partial translation 
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(54) MILK BEVERAGE FREE FROM FAT SEPARATION DURING STORAGE AND 
PRODUCTION THEREOF 

(57)Abstract 

PURPOSE: To obtain the title beverage free from fat separation even after 
storage for a long period, by incorporating a fat-contg. milk component with a 
glycerin fatty acid ester and (i)-carageenan, heating to effect dissolution followed 
by emulsification and homogenization, then by addition of a sweetening component 
and e.g., a coffee extract and homogenization again. 

CONSTITUTION: A raw material solution comprising a fat-contg. milk component 
is incorporated with a glycerin fatty acid ester and (i)-carageenan followed by 
heating to effect dissolution. The resulting product is preliminarily emulsified using 
a high-speed agitator and homogenized using a high-pressure homogenizer. 
Thence, the homogenized product is spiked with a coffee extract or fruit juice and 
a sweetening component, and the resultant mixture is sterilized by heating and 
homogenized again, thus obtaining the objective beverage. Preferably, said 
homogenization be carried out at 65-70° C under a pressure of 200-250kg/cm2. 
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Partial Translation of JP01-252273A 



Claim 1 

1 . A milk beverage prepared by mixing main ingredients, a fat-containing milk 

component and a sweetening component, with an emulsifier consisting of glycerin fatty 
acid ester, and a stabilizer consisting of (i)-carageenan, and homogenizing the resultant 
mixture, characterized in that the obtained beverage is free from fat separation during 
storage. 

p.2. the left-upper column, 1.5-8 

The term "fat-containing milk component" as used herein includes milk 
components such as cow milk, a fresh cream, butter, or dry whole milk, as well as a 
mixture of powdered skim milk and butter or vegetable oil or fat, etc. 



EXHIBIT II 



Fujita, Shokuyo-yushi (Edible fat and oil), April 5, 2000 by Saiwa Shobo, pages 18-21, 36-37, 
110-111, and 182-187; partial translation for page 185 (blocked paragraph) 
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Partial translation of Shokuyo-yushi (Edible fat and oil) 
published on April 5, 2000 by Saiwai Shobo, author: Satoshi Fujita 

p.l85. 1.2-11 

Some oils or fats such as milk fat have complex fatty acid composition, and 
some oils or fats such as cacao butter have simple fatty acid composition. Oils or fats 
having simple fatty acid composition tend to form large crystals. On the other hand, if 
fats or oils contain triglycerides having various lengths of fatty acids, and its 
triglyceride composition is complex, the oils or fats tend to form fine crystals. Since 
oils or fats tend to form fine crystals when rapidly cooled, an emulsion obtained by 
emulsification under heating should be cooled rapidly. Further, some oils or fats tend 
to change their crystal form during storage. ...(one sentence omitted)... It is easy to 
prepare a stable emulsion from milk fat. Main two reasons are as follows. First, a 
hydrophilic triglyceride having butyrate exists in milk fat. Second, since milk fat 
contains various types of triglycerides, it tends to form fine crystals and to maintain 
P' -crystals. 



EXHIBIT m 



Fujita, Shokuhin Kako Gijutsu (Food processing technology). Vol. 19, No. 2, pages 73-80 
(1999); partial translation for page 75, Table 2 
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Partial translation of Satoru Fujita, Shokuhin Kako Gijutsu (Food processing 
technology), VoL19, No.2 (1999), p.73-80 



p.75. Table 2 



Table 2 Comparison of fatty acid composition of edible solid fats 
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